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« The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- ' If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO' period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 07 November 2003 . 
2a)0 ' This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) P9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) [x3 Claim(s) 1^9 is/are rejected. 

7) 0 Claim(s) , is/are objected to. 

8) Q Claim(s) . . .. _ are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed oh _^ is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)DAH b)D Some * c)D None of: 

1 .0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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5) □ Notice of Informal Patent Application (PTO-1 52) 
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DETAILED ACTION 

This Office Action is in response to Applicants' paper filed 07 November 2003. Claims 
1 -9 are pending and under consideration. 

Withdrawal of Objections and Rejections 

The rejections and/or objections made in the prior office action filed 05 May 2003, which 
are not explicitly stated below, in original or modified form are withdrawn. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. Applicants' arguments filed 07 November 2003 will be addressed to the 
extent that they piertain to the present grounds of rejection. 

New/Withdrawn/Maintained 
Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

1 . (NEW) Claims 1-7 rejected under 35 U.S.C. 102(b) as being anticipated by Koide et al 
1993 (Cliem. Pharm. Bull. Vol. 41, No. 6, pages 1030-1034) (cited in previous office action). 

Koide et al, teach the deprotection of an MBzl protected thiol in the ab sence of silyl 
chloride by reacting protected thiol with an acid (TFA) in the presence of an oxidizing agent 
(DMSO) at room temperatures to generate disulfide bonds. Koide et al use a 10% DMSO-TFA 
solution to deprotect S-protected thiols (i.e., Cys(MBzl)) on two cysteine residues of oxytocin 
and to form disulfide bonds (see page 1031, second column). 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



J 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Koide et al 
1993. 

Koide et al is relied upon for the reasons discussed above. If not expressly taught by 
Koide et al y based upon the overall beneficial teaching provided by this reference with respect to 
deprotecting an MBzl protected peptide thiol in the manner disclosed therein, the adjustments of 
particular conventional working conditions (e.g., determining one or more suitable temperature 
ranges in which to perform such a deprotection reaction), is deemed merely a matter of judicious 
selection and routine optimization which is well within the purview of the skilled artisan. 

From the teachings of the reference, it is apparent that one of ordinary skill in the art 
would have had a reasonable expectation of success in producing the claimed invention. 
Therefore, the invention as a whole was prima facie obvious to one of ordinary skill in the art at 
the time the invention was made, as evidenced by the references, especially in the absence of 
evidence to the contrary. 

Claim Rejections - 35 USC § 112 

4. (WITHDRAWN) Rejection of claim! -9 under 35 U.S.C. 1 12, second paragraph, is 
withdrawn as obviated by Applicants' amendments. 

Claim Rejections - 35 USC §103 

5. (WITHDRAWN) Rejection of claims 1-9 under 35 U.S.C. 103(a) as being unpatentable 
over Koide et al 1993 and Musoil et al 1994 is withdrawn as obviated via Applicants' 
arguments. 
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Conclusion 



No claims are allowed. Claims 1-9 stand rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to B. Dell Chism whose telephone number is 571-272-0962. The 
examiner can normally be reached on 7:30 AM - 4:30 PM, Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brenda Brumbaek can be reached on 571-272-0961. The fax phone number for the 
\ organization where this application or proceeding is assigned is 703-872-9306 for regular 
communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1235. 
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